
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/521,815 


01/21/2005 


Noriyuki Tani 


P2659I 


3780 



7055 7590 06/11/2007 

GREENBLUM & BERNSTEIN, P.L.C. 
1950 ROLAND CLARKE PLACE 
RESTON, VA 20191 



EXAMINER 



DEUBLE, MARK A 



ART UNIT 



PAPER NUMBER 



3651 



NOTIFICATION DATE 



DELIVERY MODE 



06/1 1/2007 ELECTRONIC 

Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the 
following e-mail address(es): 

gbpatent@gbpatent.com 
pto@gbpatent.com 



PTOL-90A (Rev. 04/07) 



Office Action Summary 


Application No. 

10/521,815 


Applicant(s) 
TAN I ET AL 


Examiner 

Mark A. Deuble 


Art Unit 

3651 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)D Responsive to communication(s) filed on . 

2a)^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1 and 3-10 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) ^ Claim(s) 1 and 6 is/are allowed. 

6) KI Claim(s) 3-5, 7-10 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)Q accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Art Unit: 3651 

DETAILED ACTION 
Claim Rejections -55 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

2. Claims 3-5 and 7-10 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 3-5 and 7-9 all include limitations relating the placement of the sensors to the size 
of the substrate being transferred. These limitations render the scope of the claim impossible to 
ascertain because the claims are directed to the transfer apparatus and not to the combination of 
the transfer apparatus and the objects being transferred. A size relationship between a part of the 
transfer apparatus of the present invention and something that is not part of the apparatus of the 
present invention may not be claimed because a person operating a similar conveyor apparatus 
could be guilty of infringing such an apparatus claim depending on a method of using apparatus 
rather than on the structure of the apparatus as is usually required for infringement of an 
apparatus claim. Such a relationship may be more appropriately in a claimed directed to a 
method of using the conveyor apparatus to convey items with a definite size relationship to the 
cylindrical guide element. 

In response to this rejection, the applicant argues that "because the substrate-continuity 
detecting sensor is configured to detect when a following substrate, which immediately follows 
the transferred mounted substrate , has been transferred simultaneously with the transferred 
mounted substrate to the discharge waiting station , respective dependent claims which recite a 
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functional relationship between the substrate-continuity detecting sensor and a size of the 

substrate are appropriate, [underline added]" It is true, as applicant asserts, that that a functional 

limitation must be considered like any other limitation, the language used in claims 3-5 and 7-10 

does not amount to functional limitations. However, while the underlined language above from 

claim 1 does define a functional limitation, the language of claims 3-5 and 7-10 attempts to 

define a position of the sensor (not a function of the sensor) and is not considered by the 

examiner to define a functional limitations as suggested by the applicant. 

It is noted that the applicant is attempting to merely define the location of the sensor 

based upon the size of the substrate. However, the size of the substrate is unclaimed. As a 

substrate can be any size, the language of claims 3-5 and 7-10 attempting to define the placement 

of the sensor in terms of the size of the substrate renders the scope of the claims impossible to 

ascertain. SEE MPEP § 21 15 Material or Article Worked Upon by Apparatus. 

MATERIAL OR ARTICLE WORKED UPON DOES NOT LIMIT 
APPARATUS CLAIMS 

"Expressions relating the apparatus to contents thereof during an intended operation are 
of no significance in determining patentability of the apparatus claim." Ex parte Thibault, 
164 USPQ 666, 667 (Bd. App. 1969). Furthermore, "[inclusion of material or article 
worked upon by a structure being claimed does not impart patentability to the claims." In 
re Young, 75 F.2d *>996<, 25 USPQ 69 (CCPA 1935) (as restated in In re Otto, 
312 F.2d 937, 136 USPQ 458, 459 (CCPA 1963)). 

In In re Young, a claim to a machine for making concrete beams included a limitation to 
the concrete reinforced members made by the machine as well as the structural elements 
of the machine itself. The court held that the inclusion of the article formed within the 
body of the claim did not, without more, make the claim patentable. 
In In re Casey, 370 F.2d 576, 152 USPQ 235 (CCPA 1967), an apparatus claim 
recited "[a] taping machine comprising a supporting structure, a brush attached to said 
supporting structure, said brush being formed with projecting bristles which terminate in 
free ends to collectively define a surface to which adhesive tape will detachably adhere, 
and means for providing relative motion between said brush and said supporting structure 
while said adhesive tape is adhered to said surface." An obviousness rejection was made 
over a reference to Kienzle which taught a machine for perforating sheets. The court 
upheld the rejection stating that "the references in claim 1 to adhesive tape handling do 
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not expressly or impliedly require any particular structure in addition to that of Kienzle." 
The perforating device had the structure of the taping device as claimed, the difference 
was in the use of the device, and "the manner or method in which such machine is to be 
utilized is not germane to the issue of patentability of the machine itself." 
Note that this line of cases is limited to claims directed to machinery which works upon 
an article or material in its intended use. It does not apply to product claims or kit claims 
(i.e., claims directed to a plurality of articles grouped together as a kit). 

Allowable Subject Matter 

3. Claims 1 and 6 are allowed. 

4. Claim 10 would be allowable if rewritten or amended to overcome the rejection(s) under 
35 U.S.C. 1 12, 2nd paragraph, set forth in this Office action. 

5. Claims 3-5 and 7-9 would be allowable if rewritten to overcome the rejection(s) under 35 
U.S.C. 1 12, 2nd paragraph, set forth in this Office action and to include all of the limitations of 
the base claim and any intervening claims. 

Conclusion 

6. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mark A. Deuble whose telephone number is (571) 272-6912. 
The examiner can normally be reached on Monday through Thrusday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gene O. Crawford can be reached on (571) 272-6911. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Mark A. Deuble 
Primary Examiner 
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